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Sohcitante XY, INC

Asunto Sohcitud de patente para POBLACIONES DE
ESPERMA DE ALTA PUREZA QUE CONTIENEN
CROMOSOMAXEY

Fecbha de Presentacién 8 de noviembre de 2002

Yo, Emilio FERRERO, obrando como apoderado de la solicitante en
el asunto antes 1identaficado, atentamente presento el reporte de examen
prehminar de la sohatud de patente internacional PCT/US01/15150,
correspondiente a la sohcitud de Fase Nacional de la referencia

Atentamente solicito que se continie con la tramitacion de la
solicitud de patente
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TP A No 31929

COLO 13534 841 001 4
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PATENT COOPERATION TREATY

USPTO PCT HELP DESK

From te
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY
Ta
CRAIG R. MILES
SANTANGELO LAW OFFICES P C PCT
125 SOUTH HOWES NOTIFICATION OF TRANSMITTAL OF
THIRD FLOOR INTERNATIONAL PRELIMINARY
FORT COLLINS €O 30521 EXAMINATION REPORT
(PCTRule 71 1)
Daze of Malmg
(day/maryear) 91 FEB 2003
Applicant s or agant s file reforence
IMPORTANT NOTIFICATION
XYSIGHPURPCT ) _
Iniarnational spplicatien No Interanomsl filmg dae (day/month/year) | Prorlty date (day/monzh/yeor)
PCT/USDL/15150 09 My 2001 (D9 QS 2001) 09 May 2000 (09 05 2000)
~ | Appheamt
XY INC

1

to all the elected Offices

report (but not of any anncxes) and will ransmut such tansiation to those Offices

REMINDER

The apphicant must enter the nanonal phase befare cach elected Office by performing certam acts (filing
39(1)Xsee also the remunder sent by the Ineernational Buregu with Form PCT/IB/301)

respansihihity to prepare and furnish such translanon directly to cach clected Office concermned.

PCT Apphcant s Guide

The apphcant 1s herebv notfied chat this Intemanional Preluminary Exammimg Anthonrty transmiet herewich the
wmernanonal prelommary exanunaton report and 1ts aonexes 1f any, established on the mizmatonal apphcanon.

A copy of the roport and s annexes 1f any, 18 bemg transmurted to the Intemanonal Bureaa for communication

Where requured by any of the elected Offices, the Intemanonal Bureau will prepare an Enghsh ranslation of the

translatons and paymg national fees) within 30 months from the poonty date (or later in some Offices)Arucle

Where a translation of the micrnatinnal application must be farmshed to an elected Office, that mansisgon mast
contn a transianon of any amnexes o the mtemational prelimmary examnation repost. It 18 the apphcant s

For farther demls an the apphcable ume lrmits and requurements of the elected Offices, see Volume II of the

Nume and mailing zddress of the IPEA/US
Cumnimioner of Paocoe sl Tradenote
Bex ICT
Wasbingem, D C. 20831

PFacsmmle No 3230

< /,Wdt- %,—-'

Telephons No _703-308-0136

PFocm PCT/IPEA/416 (Tuly 1992)
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PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY EXAMINATION REPORT
(PCT Article 36 and Rula 70)

Applicant & o agent 3 s refbrence See Noafleation of Trensouml af Entemanaoal
XYHIGHPURPCT FOR FURTHER ACTION ) gy Bxarmemation Report (Farm PCT/IPEA/4LG)
Intermational applicaian No Inrernarional filing dawe (dey/month/year) Pnonty date (day/moroh/year)
PCT/USD1/15150 09 May 2001 (09 05 2001) 09 May 2000 (09 05 2000)

Izizrsational Patent Classification (IPC) or national classificarion and IPC

IPC(7) ADIN 1/02. C12M 3/00 sad USCl 43572, 288 7
Applicant

XY INC

m— — ——
— — e —

1  Ths temahonal prelmunary examnation teport has déen prepared by this Intemancnal Prelmmarcy
Examiomg Authonty and 1s transoutted to the applicant accordmg to Arucle 36

2 Thus REPORT consists of a sotal of | sheets, mehdmg dns cover shect

Dmsmpmnmompnmedbymms, Le , sheets of the descripuon, clams and/or drawmgs
winch have been amended and are the bams for tus report and/or sheets cantamng recnficanons made
before this Authonty (sec Rule 70 16 and Secuan 607 of the Admmstrative Instructions under the PCT)

These sunexes conmst of a toral of __ sheets

3  Thus report confams mduations relabng o the followang uems

I X Bass of the repon

I D Pnonty

m [X] Noo-establutment of report with regard 10 novelty mventive step and menstrial apphealuby
v X vtack of wuty of mvennon

V [X] Reasoned starement vnder Arncle 35(2) with regard to novelty mventrve siep or indnstnal
applcahility; aunons and explananons supporeng such statement
VI D Certamn doqumenss cued

Vi D Certam defects m the meemational appheaton
vi D Certam observanons on the méemanonal apphcanon

[ Dar of submusmon of the demand Darw of complenon of fus repor =
10 December 2001 (10.12 2001) 07 Jammary 2003 (07 01 2009)
Pm, Y
Naxne and mailing address of the IPEA/US
cunﬂ-d'l'-ﬂ'mt-h
Wakigen, D.C 221

Fuclmil- Ne (703)305-3230
an PCT/IPEA/409 {caver sheet)(Tuly 1998)
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Internanional apphcanon No.
INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCT/USOL/15150

1 Basis of the report
1 With regard 1o the elements of the micmational applicanon, =

E the ineermanonal apphcanon as ongmally filed

the descripnon
pages i-51 as ongally filed
pages NONE , filed with the demand
pages NONE , filed with the letter of
EI the clanns
pages 52-91 , s ongmally filed
pases NONE , a8 amended (pogether with any staremenr) under Arncle 19
pages NONE filed with the demand
pages NONE filed wuth the letter of
E the drawings:
pages 1-28 , as ongnallv fdled
pages NONE filed wath the demand
- pages NONE , filled with the letter of
(] the sequence 1stmg part of the descrpnon
pages NONE , a3 ongmally filad
pages NONE filed wath the demand
pages NONE , filed wath the leger of

2 With regard to the language, a1l the clements marked above were available or farmshed to this Authoniy i de
language m which the miemational apphcanog was fled, unless otherwise midcated under thas 1em
These elements were available or farmsshed to tins Authornity 1o the followmg langoage which 13

[] the angnage of a transtanon furmshed for the purposes of mreroancaal search (ender Ruie23 1(b))
[[] the 1anguage of pubiicanon of the msemancaat apphcanon (ander Rule 48 3(5))

the language of the translanon furmshed for the purposes of nematonal prehminary examnanon{under Rules
55.2 and/or 55 3)

3 With regard to any mucleotide and/or ammo acid sequence disclosed 1n the miemational applicanon, the
memanonal prehminary examinztion was carmied out on the basts of the sequence hisung

- [} contamed m the miemnancnal apphcancn m poned fom
[] fited wogether with the meemanonal applicanion m compnier readabie form.
[] tonshed subsequenty to this Anthoory 1 wnien form

formshed subsequently to Gus Authonty mn computer readable form,

The statement that the subsequently furmshed writen sequence hstmg does not go beyand the disclosnre m the
meermatonal application as filed has been farmshed

D MMMMMMMmWWMBWDMWWMq
has been furmshed.

4 I:I The amendments have resnited m the cancellanom of.

[] e descrpnon, pages hONE
the clams, Nos NONE
[] the duwmgs, sheersfig NONE
5 D Thos report ls been estabEshed as )f (some of) the emendments had not been made xmee they have been considered to go
beyond the disciosare as filed, a3 indicared tn the Supplemental Bax (Rulo 70.2(c)) **

* Replacement sheets winch have been jirmshed 1o the recelwng Office in response 1o an ovatation wnder Aroda {4 ars refored to in
fut report as “ongunally filed ” and are not annexed o this report ance thay do nor contan amendments {Rules 70.16 and 70.17)
w=* Any replacemant sheet cortamurng such amendments must be referred to under item | and annexed to tas repors

Form PCT/TPEA/409 (Box [} (July 1998)
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Imernsnonal appheation No

INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCTIUSOL15150

[IL. Non-establishment of opuuon with regard to novelty, Juventive step and indnsinial applicainiity

1 The quesnon whether the claimed mvennion appears o be novel, w0 mvolve a mventve step (to be non-obvious), or
to be industrally apphcable have not been and wall not be exammed m respect of*

D the canre meemanonal apphcation,
X} clams Nos 5195

becanse

[] the sud mecmanonal appixcancn, or the snd clamn Nos ____ relate to the Sollowmg sabject manter whuch does
1Ot reqmre icmatanal prelmmary exammanon (peajy)

[] e descapton, clams ar drawngs findicate parncudar elements below) o sud clamms Nos ___ are 5o waclea
that no meamngfinl opmon could be formed (specify)

D the clarms, or sd chums Nos ___ are 50 madequately supported by the descripion that no meaomghisl
opmuon could be formed.

[X o meesancnal search report has been established for sasd clams Nos $1-95

363

365

Z A memngful miemstional prelrmmary exammanon cammot be camed ont dne to the flre of the mcleotide and/or amno acad
ﬁmhﬂ;b@mﬁhﬂﬂhﬂpﬁdﬂfuhhﬂthMﬂlﬂm

the written form bas not been furnished or does not comply with the standayd.

D the compuawer readahle fiorm has not been furmshed or does not comply with the standard.

Ronn PCT/IPRA/400 (Rox TIT finiv 1907
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Internanonal apphcanon No.
INTERNATIONAL PRELIMINARY EXAMINATION REPORT

PCT/LS0L/15150

IV Lack of unity of invention

1 In response to the wnvianom to restct or pay addnonal fees the apphicant has
resmicted the clams

[ pant adcinonat fees

[[] pant adtingmal fees onder prowes:
[C]  nesther restacied nor paudt addmenal fees

2 D This Authonty found that the requurement of umty of mvention 15 noc compled with and chose accordmg
Rule 68 1, not to innvare the applicant 10 regtnct or pay adihitronal fees

3 This Anthonty consders that the requmement of umey of invennon 1s accordance with Rules 13 1, 13.2and 13318

(] compiicd vt
- X not complied vath for the followmg reasons

Plesss Sen Contymuation Sheet

4 Cansequently, the following parrs of the mternancnal applicanon wese the sabject of mremancmal prelmmary
Cxamupanon m estabhshing this report

[0 anpans
the parts relanng o clams Nos 1-31

Form PCT/IPEA/409 (Box IV) (Jaly1598)
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[nreranonal applcadon No
INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCT/USOV/15150

V Reasoned statement under Rule 66 2(a}(n) with regard to noveity, inventive step or industmal applicainlity,
catations and explamarions supporting such statement

1 STATEMENT
Novelty (N) Clams 1223 24 30and 31 YES
Clams 11113%22md25 29 NO
Inveanve Step (IS) Clamas 23 and 24 YES
Clamms 1 22 and 25-31 NO
Indnstoal Applicatniuy (JA) Claims 131 YES
Clamns NONE NO

2 CITATIONS AND EXPLANATIONS
Clams 1 11 13-22, and 25-29 lack novelty under PCT Article 33(2) as baing anticipared by Beyhan et al.

Beyhan at al reagonably teach 2 method of 1salanng X- and Y-chromosoms beanng sparm cells from bovins umng the claimed stepr
{sex entire docninent)

Clums 1-22 and 25 31 keck an invennve step under PCT Artclo T1(3) as bemg obvioay over Beyhan et al

Beyhan etal ressopsbly teach a method of lsalanng X- and Y-chromosome beanng sperm cells fram bovine unng the clamned steps
{zen eatire documert) However if not expressly tmght, tha adostment of convennonal working pacimatars (sach a2 maimaning
mnatamed DNA within the miclesas of spenmamzon and/or subsntating other livestock mammals sach as ovme o7 eqams fram which
to isalate X- end Y-chromosome bearing spenm ceils) would have been merely a macer of judicious selection and ronrine
ophmmation which rs well withm the purview of the sinlled artlssn having the cited reference a3 a gude

Claxms 23 and 24 meet the cnteria set out m PCT Article 33(2)-(7) mnder novelty and inventive step beesuse the poor art dose 2ot
teach or faldy mggest an overall method of 1solating X- and Y-chromasome bearmg sperm cefls which mekude the steps recited In
claima 23 and 24

- Clazu 1 31 meet the cotena set out In PCT Artcle 33(4) under indnyrial applicability becamse the method can be used to effiently
molate X- and Y-chroonogome bearmg sperm <ells from vanous mammalisn species

Foom PCT/IPEA/409 (Box V) (July 1998)
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Intermnanonal application No
INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCT/US01/15150
|
Supplemental Box

(To be nged when the space 1n agy of the preceding boxes 1 not sufficaent)

IV 3 This Authority considers that the requirement of umty of mveation Is accordance with Rules 13 1, 13.2 and

- 13.3 is not complied with for the filowing reasons

Thu applicazion conmins the following waventions or gronps of mvenhons wiich are not 5o hnked as to form & amgle general inventive
concept noder PCT Rule 13 1  In arder for all iaveotioms o be exsmmed, the appropoals additionsl exmmnanon fees mmet be pud.

Group [ claim{s) 1 31 dawn to & method of isalating X and Y sperm cells by detenummg a sex differsatianion cheyactenstc sad
separating on the basls of that chamcomnste.

Group I, claum(s) 32-30, dawn to an apparams 1o isolats X and Y sperm calls by determuning a difference in volnme of the speon. |
bexcs comprismyg s beun of electramagnenc radlanon, degector anulyrer sod sperm calls

Groap I clarms) 96-120, drawn (o an appaiatus 1o differentmts particles composing an asymmetne particls 10 a finad stream, an
uradiatuon source, optyes  light enyssion marenal detecior and analyzer

Group IV clam(s) 121 147 dmwn to an apparaims to dfferenhiate particles compnsmy o nozzle an escillator droplecs and sperm
colls

Groug V clazms(s) 148-182, dravn o e apparams compremg particles light enussion soaros & phom-omlinpher be and 20
analyzer

T - Group VI cluma(s) 183-209 drwn t mn apparsins compnsmg ssymmetric particles an uradiation sonrce, optca lght emunon
mazanal and detector

The wveationy fisted s Groups I-VI do not refare 10 & singls general mventive concept wader PCT Bale 13 1 becise wder PCT
Rule 13 2, they Jack the aame or correspondiog specaal technical featorey for the followmg reasons

PCT Rules 13 1 and 13 2 do not provide for omltiple methods or apparamses

The methods of Group 1 reqoire disunct matzrdaly and steps from the method of Group I For ecmmple the method of Grovp I
requires agscasment of the Volume of the Capwile coamimng DNA, whil the methods of Group 1 do not requure stuch an asseamnent.

The methods of Gronp I do not requare the spparamses of Groups I, V and VI
The sppacstuses of Groops 11 V and VI all have distmct components and are therefore diatinct apparatases.

Hnrm DT DR 4 JAMD 1P et sl ame Chnash Nl § RO



