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Expediente No, 06-095,137

Solicitud de Patente de Invencién titulada: “PROCEDIMIENTO MEJORADO PARA LA
PREPARACION DE 9,11 EPOXI ESTEROQIDES”.

Solicitante: PHARMACIA & UPJOHN COMPANY LLC.

RESPUESTA AL OFICIO No, 13879 NOTIFICADO

POR FIJACION EN LISTA No. 425, DE FECHA 1 DE DICTEMBRE DE 2006
EXAMEN DE FORMA

CARLOS R. OLARTE, mayor de edad y vecino de Bogotd, identificado tal como aparece al pie
de mi firma, en i caracter de apoderado de la sociedad en referencia, me permito dar respuesta
al auto emanado de ese Despacho, dentro del término legal previsto en el Articule 39 de la

Decision 486, en los siguientes términos:

], En respuesta a la dnica observacion del Examinador, me permite aclarar al despacho que
Ja presente solicitud entra en Fase Nacional Capitulo I ¥ no Capitulo II come inicialmente se
presentd. Para tal efecto, adjunto copia del Reporte Preliminar Internacional de Patentabilidad, el

cual, valga aclarar, no contiene anexos.

Atentamente,

.OLARTE
CC. No. 79.7682.747 de Bogota
T.P. 74295

Anexo: Reporte Preliminar Internacional de Patentabilidad

World Trade Center - Tarre A, Calle 100 Mo, 34 — 37, Pise 10, Bogotd D.C,, Colombia
Tel ~ 87 1 &O1-TT00, Tax » 57 1 601-7790, officedfolyrieraisheck com, www olgrigraisbeck com
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PATENT COOPERATION TREATY

PCT/US2005/0

From the INTERNATIONAL BUREAU

PCT
NOTIFICATION CONCERNING { 3 -
TRANSMITTAL OF COPY OF INTERNATIONAL Fl:lLLEFI. Grover, F., Jr. o
FRELIMINARY REPORT ON FATENTARILITY Ffizer Inc.
(CHAPTER 1 OF THE PATENT COOPERATION 201 Taborr Road
TREATY) Era T LNIE DA MERIGLE cor
{PCT Rule 44bis. 1(c)) e
Date of mailing { davwmontiyedr)
05 October 2006 {05.10.2006)
Applicant’s or agent's file refetence
PHA4302.5 IMPORTANT NOTICE

Imemnations) applicalion Mo,

PCTAIS2005/004381

Intemmicnal filing dete {dmvmonthiivear}
22 March 2005 (22.03 2005)

Pricrity daie { dawrmoniivyeor)
22 March 2004 {22 03 2004

Applicant

FHARMACIA & UPJOHN COMPANY LLC ot al

pat}'_‘n

The inernational Burean transniits herewith a copy of the inlernasional preliminary report on palentability (Chapier 1 of the Patem Cooperalion

Facsimile Mo, +4]1 27 33% 22 70

The Inemational Bureau of WIPG
34, chemin des Colombe es
1211 Gieneva 20, Swizerland

Amborized officer

e-mail: pioe®wipo.inl

Agnes Wittmann-Reqgis

Form PCTABAZE {Janwary 200d)



PATENT COOPERATION TREATY ?
INTERNATIONAL PRELIMINARY REFORT ON PATENTARBILITY
t(Chapter I of the Pateni Cooperation Treaty) fz] f_)
({PCT Role 4dbis)
' | Applicant's or agemi’s file reference FOR FURTHER ACTION See Hlem 4 below

FHA4302 5

Internaiional applicatiion Neo. Tniernationa] Mling date {dawmontlityear) Briority dale fdawwmenihivear)

PCTAIS2005/00838 1 22 March 2005 (22 03.2005) 22 Match 2004 (22.03.2004)

International Pales Claggifeation (8th editien unless: older edition indicated’
| See relevant infarmation in Form PCT/ASA237

Applicani
PHARMAGIA & UPJOHN COMPANY LLC

1. This intemational preliminary report on palenabiline (Chapier 1335 issped by the Tnicrmational Bureag on behalf of the
Irmertativnal Searching Authorly under Rule 44 Bix_ |12,

This REPORT consisls of a total of § sheets. inclhuding 1his cover sheel.

12

-

In b allached shecis, any reference w0 the writlen opindon of the Tagmational Searching Awkerity should be read 25 o iernge
e 1he inlermalional prelimivary repon oh palenlabiliny (Chapler 1) insigad.

3 This repon comeing indications redaing 10 the fullowing jlems:

m Eox Mo, [ Basis of the repon
Box No, 11 Pricrity
Box Mo, Tl Non-gstablishment of opmicn with regard 1o novelly, invenlive step gnd industrial
applicahiiity
Eox No. TV Lack of unity of invention
Hox Mo, ¥ Reasoned statermend wnder Arnicle 35020 with regard 10 movelty, inventive siep or industrial

applicability, citations and explangond sopporting soch sialement

By Mo, W1 Cenein documenis oiied
Box No. VT Certain defecls in the inlemaliona) application
Box Na. YT Certain gbservations on the inlernationa! spplication

XU XO OO

4,  The Imernatienal Burean will communicate this repen to designated Gifices in accordance with Rules 445is.3(c} and 934is5. but
not, except where the applicant mekes an express request under Article 23(2%, before the expiration of 3¢ months from the prionty

date fRuole 445i 7,

Daie of issuance of this reporn
26 September 2006 {26.09.2006)

Authorzed olficer

The Internziicnai Bureau of WIPO

34, chermin des Colombeties . .
1211 Geneva 20, Switzerland Agnes Witimann-Regis
Facsimile Mo, +41 22 338 8270 c-mail: pilléEwipo.int

Form PCTAB/373 (Jannary 20047



PATENT COOPERATION TREATY w00 22 AE Eﬁﬂﬁ

* From the _ s -
INTERNATIONAL SEARCHING AUTHORITY : . WIPG, o1
Ta:
TANET 5. HEMDRICKSON . P CT
?I’m]'?gﬁm o TAN £TH FLOGR
1 METROFOL] BOIARE, 1
ST. LOUIS, MO 3102 WRITTEN OPINION OF THE
TNTERNATIONAL SEARCHING AUTHORITY
(PCT Rule 435is.1)
Diate of mailing . 8
I i — {dapmonthiear) *j ‘& UG Eﬂﬂs- .
Appiicant's or sgent’s file reforence FOR FURTHER ACTION
Ser paragriph 2 below
FHA4302.5
Intermationn] application MNo. Imernntionai filing date fdayinonfhdenr) Friarity date (dabionihiear)
PCT/JS05/08381 22 March 2005 (22.03.2005) 22 bdnrch 2004 (22.03.2004)

Tnternational Palent Classificetion (IFC) or both najional classibcation and IPC

IPC7y; CO71 71400 and US C1: 540716, 23

Applicamt
FHARMACTA & UPJOHMN COMPANY

1. Thir cpinion fontaing indications relsting to ihe ollowig ieme:

Box He. I Besig of the opinion
BoaNoe. I Priarity

Hox Mo, 111 Mop-eaablishroent of opinicn with repard 1o novelty, inventive siep and industria) applicabitity

Box e ¥ Renzoned stilement under Rude 4350 3{0)(D) with regerd to navelty, inventive step or industrial
applicability; cilstions and explanations supperting euch sislcment

Box e YT Ceriain dosanperie tied

X
(]
]
[J BexNo.Iv  Lack ofunity of invention
1
]

Rex Mo, V11 Cerlain defects inthe femntionnl application

E BoxMNe. ¥III  Certain observations on the intermstionel epplication

2. FURTHER ACTION
e depend for intemations! prelfiminery exmninedion & eiade, this opirion will e considertd 1o ‘e 6 writen opinion of the
Inlerpntiona]l Preliminary Exemioing Authorty ("TFBA") except that thie does not apply where ithe apphicant choosss an
Anthority other than thiz cne 1o be the IPEA and the chosen JPEA has potified the lmiemations] Buresu under Fule 685, 15ds(2)
that written opinions o this Jnternational Searching Autharity will not be o consldered.

IT this opinton is, ne provided above, eansidered to be & wrillen opiniom of the TPEA, the ppplicant i Invited to submit to the
IFEA & written reply together, where appropriste, with amendments, before U expiration of 3 monthe Gom the date of mnjling
of Form PCTASASLI) o befors the expimtion of 22 memnths from the pricority date, whichever expires kiter.

Fer further opticos, see Form PCTASA/220,

3. Far further detaile, eee noteg o Form POTASA/Z20,

Tesme and meiling sddeess of the 1547 IS | Arber Tped rilinag 4
Wil Siep PCT, Attn: ISAUS '
Cummixm far Prients Earparn I Baag, Fh, )

F.0, Pox M50

Alewnndria, Virginds 72313- 1450 Telephone Mo, 571-272-1600
Faegimile Mo, {703} 305-2230 lep

Form FOTABAIZ7 (eover sheet) (Jamaary 2004)

/53



iomal applicetl )
WRITTEN OPINTON OF THE Intemnolional applicetiog Wo

INTERNATIONAL SEARCHING AUTRORITY BCT/US0S09581

Eox No. I Basis of this opinion |

9

L, With regerd to the Ianguage, this opinion hoe been establisiied on the basls of the iplemational application inthe bnguage in which it
wes filed, uniess othenwvise indicated under thie jiem,

E] This epinion bas beea established en the basls of & translation fom the criginal langusge into the fallowing lengwage

which is the linguage ol a translation furnished for the purposce of imernational sesrch (under Rules 12.3 snd 2310k

2. With regard to any nucleotide andfor enine ocid sequence disclosed in the international application and nrecessary to the ¢laitond
invention, thie epmion hez been eslnblished vn the Bagis of

e type of material

=]

D & sequence listing
G Lable(s) related to the requence Keilng

format of meterjal

D in written format

D in computer readnble form

time of filing/Tornizhing
D comained ja internediona] epplication es filed.

[j Tiled fogether with the intemationst upplicetion in computer teadeble form.

D firmished subsequently 1o this Aulharity for the purposes of search,

1n addition, in the ease that more than one version or copy of & eequance Listing andior table relating thorelo has been fHled
or firnished, the required statements that the informnation in the subsequent or &dditions) copies ie iderdical to thet in the
applicetion ns filed or dogs aol po beyond the application es filed, ag appropriate, were furnished, ;

4, Additiones? commesnia:

Form FCT/15A/23%Box No. I (Jamary 2064)

Fo

|
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International epplication M.
WRITTEN OFINION OF THE, PCEI'HIESIE?}O;:EPEI: e

INTERNATIONAL SEARCHING AUTHDRITY

Box No. ¥ Reasoned statement under Rule 43 bis.1(a)4i) with regard to novelty, inventive step or indusirizl ~ ~
applicabilify; citations snd explanations supporting such siatement

1. Statement
Novelty () Claime 1-1t YEB
Claims 12-15 ™0
Inventive step (I5) . {Claims NONE YB3
Clams 1-15 NG
Indogtrial applicability (LA) Claimms 1-15 YES
Claime NONE __MNO

2. Citatiens and explanations:

Claitne 12-15 lack sovebty under FCT Arlicle 33(2) as being anticipsied by Ng of el. {UB 6,1%0780)

Mg et al. teach & process for the produstion epoxy steroh] comprising contacting 6 9,11 -sterold substrate with & peroxide
compound in the presence ofa salvent (fes the entire article, cspecnlly eol. 40, lines 50-62; cal, 42, 10.36; Fxamples 43-47), The
procees taughl by the reference i6 sneompassed by the instant claims.

Clajmg 1-11 inck en inventive slep under FOT Article 33(3) ae being obvious over Ng et gl (U8 6,180,780),

M etal. teach & process for the production epoxy steroid comprising contacting & 9, 11-steraid substrale with o percgade
compourd in the presence of a solvent (see the entine srticle, ezpecially col. 40, lines 50-62; col 42, 10-36; Bxnanples 43173,

Claims 1-14 differ froen 1 reference by reciting & rafic from about one 1o about 7 meles peroxide compound per mocle
pubstraie {soe seotions 07 11-0113). However, (1) the reference 1socher il process consumes only ons 1o two cquivaleniz of hydrogen
peroxide per mecle of subsirate and (b gptimizalion of the reaction by ehanges m the repetion cendition, suck as chonpges in repclant
concertretion, reaction ternperature, resction time eic., i rauline in the chemical ard, and, this, within the level of s31 of the codamry
ertisan in the cheroical art. Therefors, the claimed process is prime facic cbyious.

Form PCT/ISA/237 (Box No. V) (January 20{4)

-



WRITTEN OFINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

Intemneljonal application Mo,

FCT/AIS0S038]

BoxNe. VI Certain observatlens an the inlernational application

ey T

supported by the description, &re mede:

The following observalions on the clarily of the claims, deseription, end drawings or on the questions whether the claims are fully

Claims 8-11 pre ohjected to vader PCT Rule §5.2{g){v} a5 Jacking ::]ar:ft_',.r u.ndr.r PCT Articls 6 because claims 9-11 arg indefinite forthe
following reason(g): Cimm 9 has u perind afier the definition of R snd RY%, it in the middde of the claim.

Form FCTASAZ3T [Box No, VI (Teousry 2004)



