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Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(Applications filed on or after May 29, 2000)

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance.

Section 1(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the requirement
that the Office provide a patent term adjustment determination with the notice of allowance. See Revisions to Patent
Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer providing an initial
patent term adjustment determination with the notice of allowance. The Office will continue to provide a patent term
adjustment determination with the Issue Notification Letter that is mailed to applicant approximately three weeks prior
to the issue date of the patent, and will include the patent term adjustment on the patent. Any request for reconsideration
of the patent term adjustment determination (or reinstatement of patent term adjustment) should follow the process
outlined in 37 CFR 1.705.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and Budget
approval before requesting most types of information from the public. When OMB approves an agency request to
collect information from the public, OMB (i) provides a valid OMB Control Number and expiration date for the
agency to display on the instrument that will be used to collect the information and (ii) requires the agency to inform
the public about the OMB Control Number’s legal significance in accordance with 5 CFR 1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon
the individual case. Any comments on the amount of time you require to complete this form and/or suggestions
for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office,
U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection
of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements
of the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)
(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information
is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent
application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not
be able to process and/or examine your submission, which may result in termination of proceedings or abandonment
of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility
to recommend improvements in records management practices and programs, under authority of 44 U.S.C.
2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection
of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall
not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed
in an application which became abandoned or in which the proceedings were terminated and which application
is referenced by either a published application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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DETAILED ACTION
Notice of Pre-AIA or AIA Status

The present application, filed on or after March 16, 2013, is being examined

under the first inventor to file provisions of the AlA.
Claim Status
Claims 1-15 are currently pending and under examination.
Priority

Domestic Priority data as claimed by applicant

This application is a 371 of PCTEP2018/081257 11/14/2018

Foreign Applications {You may be eligible to benefit from the Patent Prosecution Highway program at the
LISPT(O. Please see hilp/fwwaw uspto.gov for more information.}
INDIA 201711041030 111182017

(filing receipt dated 9/22/2020). Receipt is acknowledged of certified copies of papers
required by 37 CFR 1.55.
EXAMINER’S AMENDMENT

An examiner’'s amendment to the record appears below.

IN THE CLAIMS:

In line 4 of claim 1 (the first line of text under the structure of formula (1)), the
following limitation “heteroaryl, , C1-Cs-alkyl” was deleted and replaced by the following:
--heteroaryl, C1-Cs-alkyl--.

In the twelfth line of text in claim 1 (the penultimate line of step (a)), the word —
hydrogenation—was inserted between the words “metal” and “catalyst”.

In the first line of text under the structure of formula (X) in step (c) of claim 1, the
limitation “such as OH, OR or halogen, preferably chloro,” was deleted and replaced by

the following: --selected from OH, OR or halogen,--.
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In the final line of claim 1, the structure of formula (VII) was deleted and replaced

0

J1 L

A N E
H

by the following: - (V11

In the final line of claim 4, the phrase “GaCls, preferably AICIs” was deleted and
replaced by the following: --GaCls--.

In line 3 of claim 6, the phrase “preferably Ru,” was deleted.

In the sixth line of text in claim 6, the limitation “hetereoaryl, C1-Ce-alkyl and C1-
Ce-cycloalkyl,” was deleted and replaced by the following: --“heteroaryl, C1-Cs-alkyl and
Cs-Ce-cycloalkyl,--.

In line 2 of claim 7, the limitation “(R and S)- 1,1’-binaphtyl,” was deleted and
replaced by the following: --(R and S)- 1,1’-binaphthyl,--.

In the final two lines of claim 7, the phrase “ethyl, preferably (R and S)- 1,1’-
binaphtyl” was deleted and replaced by —ethyl--.

In line 1 of claim 8, the dependency was changed from “claim 1,” to —claim 6,--.

In lines 3-5 of claim 8, all three instances of the limitation “binaphty!” at the end
of the lines were deleted and replaced by —binaphthyl--.

In the final line of claim 11, the phrase “GaCls, preferably AICIs” was deleted and
replaced by the following: --GaCls--.

In claim 13, line 3, the phrase “A is as defined in any one of claims 1 to 3” was
deleted and replaced by the following:

--A is selected from aryl, heteroaryl, C1-Cs-alkyl, C2-Cs-alkenyl, Cz-Cs-alkynyl and

Cs-Cr-cycloalkyl, which aryl, heteroaryl, C1-Ces-alkyl, C2-Cs-alkenyl, C2-Cs-alkynyl and
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Cs-Cr-cycloalkyl are unsubstituted or substituted with one or more substituents
independently selected from halogen, cyano, C1-Cs-alkyl, C1-Cs-haloalkyl, C1-Cs-alkoxy,
C1-Cs-haloalkoxy, C2-Cs-alkenyl, C2-Ce-alkynyl, C1-Ce-alkylsulfanyl, C1-Ce-
haloalkylsulfanyl, C1-Ce-alkylsulfinyl, C1-Cs-haloalkylsulfinyl, C1-Cs-alkylsulfonyl, C1-Ce-
haloalkylsulfonyl, C2-Cs-haloalkenyl and C2-Cs-haloalkynyl--.

In the first line of text under the structure of formula (X) in claim 13, the phrase
“such as OH, OR or halogen, preferably chloro,” was deleted and replaced by the
following: --selected from OH, OR or halogen,--.

In the final line of claim 13, the compound of formula (VIl) was deleted and

o]

J1 L

A N E
H

replaced by the following: -- (Vi)

Claim 14 was deleted and replaced by the following:

--The process according to claim 13, wherein the chiral transition metal catalyst
comprises a transition metal selected from Ru, Rh, Ir and Pd, and a chiral ligand with a
bidentate phosphor of the general formula (VIII)

1 3
R\IID’Z\FI’/R
R° R*
(VI

wherein Z is a linking group and R', R?, R® and R* are independently selected

from aryl, heteroaryl, C1-Ce-alkyl and Cs-Cs-cycloalkyl, each of which is unsubstituted or
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substituted with one or more substituents independently selected from C1-Cs alkyl, C1-
Cs alkoxy, C1-Cs haloalkyl and halogen.--.

In claim 15, the structure of the compound of formula (V) in line 2 was deleted

0O

A w ”Jk

In the fourth line of text in claim 15 (the first line of text under the compound of

and replaced by the following: --

formula (I1)), the phrase “GaCls, preferably AICI3,” was deleted and replaced by the
following: --GaCls--.

In the final three lines of claim 15, the phrase “esters, preferably the additive is
selected from acetyl chloride, isopropenyl acetate, 4-methoxybenzoyl chloride and p-
anisic anhydride” was deleted and replaced by the following: --esters--.

The following new claims (16-23) were added:

--16. (New) The process according to claim 1, wherein Y is chloro.

17. (New) The process according to claim 4, wherein the Lewis acid is AICls.

18. (New) The process according to claim 6, wherein the transition metal is Ru.

19. (New) The process according to claim 7, wherein the linking group Z is (R and S)-

1,1'-binaphthyl.

20. (New) The process according to claim 11, wherein the Lewis acid is AlCIs.
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21. (New) The process according to claim 13, wherein Y is chloro.

22. (New) The process according to claim 15, wherein the Lewis acid is AlCIs.

23. (New) The process according to claim 15, wherein the additive is selected from
acetyl chloride, isopropenyl acetate, 4-methoxybenzoyl chloride and p-anisic
anhydride.--

Should the changes and/or additions be unacceptable to applicant, an
amendment may be filed as provided by 37 CFR 1.312. To ensure consideration of
such an amendment, it MUST be submitted no later than the payment of the issue fee.

Authorization for this examiner's amendment was given in an interview with
David Klecyngier on 2/23/2021.

Allowable Subject Matter

Claims 1-23 are allowed. The following is an examiner’s statement of reasons
for allowance: the closest prior art to the claimed process are the teachings of US
2016/0157485 (‘485, published 6/9/2016, of record in the IDS filed on 5/15/2020). ‘485
teaches various processes for producing compounds of formulae (1V), (VII), and (V)
(see whole document, in particular schemes and experimental procedures in [0458-
0583, 0718-0727, 0731-0759, 0774-0778, and 0837-0848]), however ‘485 does not
teach or suggest that said compounds can be formed using the rearrangement
procedure of instant step (b) in claim 1/ the first step in claim 15 (independently
claimed in claims 10 and 11) in which a compound of instant formula (ll) is treated with

a Lewis acid to produce a compound of instant formula (lll). Compound (IV) of ‘485
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(see scheme 2 on p. 22 for example) corresponds to the instant compound of formula
(1), and examples P2 and P3 in [0718-0727] teach that the compounds of instant
formula (Ill) are prepared by first reacting 4-chlorobenzaldehyde with sulfur or
phosphonium ylides and subjecting the resulting intermediates to epoxide
rearrangement reactions. There is no teaching or suggestion to substitute instant step
(b) in claim 1 / the first step in claim 15 for the processes described in examples P2
and P3 of ‘485 to arrive at the instant claimed process of claims 1-9, 16-19, and 15.

With further respect to claims 10 and 11, which recite instant step (b) in claim 1
/ the first step in claim 15 independent of the other process steps recited in independent
claims 1 and 15, also see the teachings of: i) Truong (“First synthesis of (1S, 2S)- and
(1R, 2R)-1-amino-2-isopropylcyclobutanecarboxylic acids by asymmetric Strecker
reaction from 2-substituted cyclobutanones” Tetrahedron Asymmetry, 14(9), 2003, p.
1063-1072, of record in the IDS filed on 5/15/2020); ii) Yamashita (“A new synthesis of
cyclopentanones by the ring expansion of 1-acyl-1-[p-tolyl(or methyl)thio]cyclobutanes”
Tetrahedron Letters, 24(1), 1983, p. 79-82, of record in the IDS filed on 5/15/2020); and
iil) Ohshita (“GaCls-catalyzed skeletal rearrangmement of o,a,a-trisubstituted
aldehydes” Org. Lett, 2005, 7(2), p. 331-334).

Truong teaches the following rearrangement (see p. 1064):

Seherse 2.

OMEM i RLt _a;;-.;:"?{_‘:?‘«i 2Cl,
D( ; TR
CHO i eone. HpSOy,
-Me -0 C
4
a:ReH, bR Phisrg), o Re P (82%),

;and

Yamashita teaches the following rearrangement (see p. 80):
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. Neither of these
rearrangements reads on the process of claims 10 and 11 as both appear to require
that variable “A” in instant formula (1) be a heteroatom (-STol or -OMEM). Ohshita

teaches the following rearrangement (see Scheme 3 on p. 332):

SR e
o8B Galily 50 ok N, '

T F . i
B, TR B

sk
o6
“

&= R 3%

Mapsd  84% ¥ %

. Ohshita further teaches that ring
size of reactant (7) greatly affects the product distribution (8 and 9) obtained from the
rearrangement reaction, but Ohshita does not teach or suggest which product would be
favored for other ring sizes (see discussion of Scheme 3 on p. 332-333). Further, the
product distribution would also be expected to be affected by the instant substituent “A”,
adding another layer of uncertainty to extending the teachings of Ohshita to other
systems (see schemes 1 and 3 on p 332). Therefore Ohshita also fails to teach or
suggest the instantly claimed reaction. Any comments considered necessary by
applicant must be submitted no later than the payment of the issue fee and, to avoid
processing delays, should preferably accompany the issue fee. Such submissions

should be clearly labeled “Comments on Statement of Reasons for Allowance.”



Application/Control Number: 16/764,666 Page 9
Art Unit: 1622

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to AMY C BONAPARTE whose telephone number is
(671)272-7307. The examiner can normally be reached on 11-7.

Examiner interviews are available via telephone, in-person, and video
conferencing using a USPTO supplied web-based collaboration tool. To schedule an
interview, applicant is encouraged to use the USPTO Automated Interview Request
(AIR) at http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Brandon Fetterolf can be reached on 571-272-2919. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see https://ppair-
my.uspto.gov/pair/PrivatePair. Should you have questions on access to the Private
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).
If you would like assistance from a USPTO Customer Service Representative or access
to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-
272-1000.

/AMY C BONAPARTE/
Primary Examiner, Art Unit 1622
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